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RESEARCH & “FREE” SOFTWARE 
 
Developing software that could become part of a 
product to be licensed? Using open source 
software (OSS) as a starting point? You fully 
support the ideals of a public commons of free 
software, yet would be irate if your work 
incorporating such derivative software became 
commercially profitable, were used without your 
permission and excluded you from a share of the 
benefits.  What to do?  
 
Understanding elements which impact ownership 
rights to software developed in the course of 
university research is a large part of the answer.  
Patents are seldom the preferred means of 
protecting such intellectual property, primarily 
because the process is costly and slow.  Software 
is typically protected by copyright alone. 
 
Protecting literary works 
By international treaty, an original work of 
authorship is automatically copyright-protected in 
all countries signatory to the Universal Copyright 
Convention. The treaty recognizes source code 
and object code as a literary work.  The rights 
granted under copyright law include prohibiting 
others from reproducing, modifying, or 
distributing copies of the author's work, and 
requiring that the same freedoms be preserved in 
modified versions (derivatives).  Copyright 
protection is obtained automatically. 
 
Authors of open source software freely renounce 
some or all of the rights granted under copyright 
law.  They allow the use of their code under 
conditions defined in an open source license.  
Because terms in OSS licenses eliminate or 
reduce restrictions on use, modification or 
redistribution of copyrighted material, they are 
described facetiously as copyleft provisions.  
 
Some basics about open source software 
OSS conforms to a set of open source principles 
intended to promote access and royalty-free use, 
to create and facilitate the distribution of 
derivatives, and to grow the software commons.   
 
Since OSS is protected under Canadian law as a 
literary work, its use is thus subject to an open 

 
 
 
 
 
 
 

 
source license.  The Open Source Initiative (OSI) 
was established as a means to ensure that OSS 
licenses respect all the basic principles.  Over 
seventy OSI-approved licenses exist (see list at 
www.opensource.org). It is essential to realize 
that all OSS is not licensed under the same 
standard terms. Thus OSS may be used free of 
charge, but the user must obey the terms described 
in the license for the particular OSS.  Violation of 
the license terms can lead to a copyright 
infringement claim.   
 
Making an informed choice 
OSS licenses fall under three main categories.   
 
A. Licenses in which the source code of 
derivative works must be made available to all 
users for any purpose.  Any derivative software 
containing such code in whole or in part must be 
licensed as a whole and at no charge to all third  

RIO News and Announcements: 
 
▪ Inaugural awards of a Fessenden 
Professorship in Science Innovation were made 
to Nicolas Moitessier and Paul Wiseman.   
 
▪ The first competition for the Fessenden Prizes 
in Science Innovation was announced and 
candidacies are invited by April 6, 2009. 
 
▪ Sessions aimed at strengthening the collective 
intellectual property IQ within the Faculty are 
being considered.  These would incorporate a 
question-and-answer format, participation of 
patent agents, and would be open to faculty, 
PDFs, students and staff.  Please contact RIO 
directly to discuss particular topics or needs. 
 
▪ RIO has developed a mini-lecture about 
intellectual property concepts and the 
commercialization process.  The objective is to 
enhance graduate students' understanding of IP-
related concepts and practices.  RIO can give 
this talk in your classroom upon request. 
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parties.  The  GNU  General Public License (GPL)  
is the best example of this license type, whose 
primary purpose is to grow the software 
commons.  Note that there are three versions of 
the GPL license, with subtle differences in terms.  
These are the most restrictive of the OSS licenses 
– new works incorporating such OSS cannot be 
patent protected or licensed exclusively. 
 
B. Licenses which allow use of the OSS or 
derivatives in proprietary works, but with 
restrictions. Less restrictive than the GPL, the 
MPL,   CPL and LGPL (Lesser GPL, sometimes 
called Library GPL) are typical examples. Patent 
protection of new works incorporating such 
derivatives may be possible. 
 
C. Licenses in which there is no obligation to 
provide source code of derivative works. These 
licenses do allow the use of derivatives in new 
proprietary works and do not require that the code 
be made public. The BSD, MIT, Apache and MPL 
are typical of such licenses, whose primary 
purpose is to certify that there is no breach of 
copyright. These are the least restrictive licenses. 
 
Several companies also use OSI-approved open 
source licenses [IBM, Lucent, Intel, Sun, etc.].  
Since such OSS is usually intended for use by the 
issuing company, it is wise to obtain professional 
advice regarding the particular license terms if 
you intend to distribute derivatives of such OSS.  
 
Evidently, it is still possible to patent protect and 
to commercialize proprietary developments 
incorporating derivatives based on some OSS.   
However, be aware that the terms of the license 
governing the OSS used are critical to determine 
the protection possible for such works. 
 
Why keep the proprietary option open? 
An early decision to keep the proprietary option 
open – via an understanding of the particular 
restrictions associated with the OSS selected – 
gives the freedom to make an informed choice, 
if and when an invention results, of whether or 
not to make the innovation proprietary.  
 
A strong reason to maintain the proprietary option 
is   to   preclude   the   free  use  by  a  for-profit  

 
commercial entity of an invention stemming 
from academic research using OSS.  It is 
appropriate to note that whether or not 
proprietary, an inventor retains the right to make 
the invention available free of charge.    
 
Another important consideration is that an open 
source licensor cannot control the quality of a 
licensee’s derivative works. If so desired – note 
that under Trademark law, an owner must 
maintain control over the quality of the product – 
then quality control can only be ensured via terms 
incompatible with open source principles.   
 
Is patent protection always desirable? 
The premise of patent protection, as a tool to 
promote innovation, is the state’s grant to 
inventors of monopoly rights to their invention in 
exchange for the inventor’s public disclosure of 
full details.  This motivates commercialization 
and generalized societal use of the innovation. 
 
Since a patent is granted only in countries where 
an application is filed, and since the process is 
costly, often such protection is  only  pursued in  a 
limited number of jurisdictions.  However, the 
regular patent application process in any 
jurisdiction always entails publishing extensive 
information about the invention.  This information 
becomes freely accessible and can enable 
competitors to practice the invention, especially in 
jurisdictions where there is no patent protection.  
Applications are not always successful – and the 
patent prosecution time period can extend from 
several months to several years.  In some cases, 
the patent is not granted at all!   
 
The disadvantages of cost and of early disclosure 
to competitors can be valid reasons to choose 
other strategies than patenting for successful 
commercialization. In such cases, alternative 
protection strategies include using trademarks, 
keeping the details secret, and bringing a product 
to market faster than any competitor. 
 
 This biannual newsletter highlights research in the Faculty    
of Science which has led to technology transfer and 
provides tools for a clearer understanding of the process.  
Please contact erica.besso@mcgill.ca or call 514-398-
3897 for questions or for electronic delivery.                                                     


